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REMARKS 



In sections 2-14 of the Office Action, the Examiner rejects claims 2-7. 
10-13, 17 and 18 under 35 USC 103(a) as being unpatentable over Morgan et 
al. (US Pub. No. 2001/0001876) in view of Hartrick et al. (US Patent No. 
5,532,920). These rejections are respectfully traversed. 

Morgan et al. and Hartrick et al., standing alone or combined, do not 
disclose, teach, or suggest the following features recited by claim 2 of the 
present application: 

"a mediator"; 

"said key comprising a first portion, a second portion, a third portion, 
and a fourth portion"; 

"the owner provides the source with the first and third portions of the 
key and provides a mediator with the fourth portion of the key, which can 
combine with the third portion of the key to generate a complete key"; and 

"either: 

(d1) the owner provides the source with the second portion of the key 
and said first portion of the key Is combined with said second portion of the 
key to generate a complete key; or 

(d2) the owner does not provide the source with the second key 
portion, and the third key portion is combined with the fourth key portion to 
generate a complete key". 



The claimed invention involves a cryptographic method of enabling a 
consumer to obtain a document from an owner upon making a payment. 
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Three active parties are involved, i.e., the the consumer, the owner and the 
mediator. The cited references, however, involve (at most) only the 
consumer and the owner The references nowhere teach a mediator. For 
this reason alone, the Applicant believes that the claimed invention is 
patentable over the cited references- 
Morgan et al. discloses a multi-stage login procedure, in the first 
stage, a login iD and a public key is required. In the second stage, a first 
split symmetric key and a server authentication string is generated. In 
addition, the server computer generates a second split symmetric key to 
obtain a complete symmetric key for encrypting further communications 
from the server to the client computer. There are many differences 
between the system In Morgan et al. and the claimed invention, in addition to 
the mediator as mentioned above. 

First, as the Examiner admits. Morgan et al. is not related to the 
concept of enabling a consumer to obtain a document from an owner upon 
making a payment. A multi-stage login procedure is a completely different 
procedure. In Morgan et al., only one human party (the client that logins 
the account) is involved, wherein there are three active human parties 
(the consumer, the owner, and the mediator) in the claimed invention. 

Second, Morgan et al. has two keys (passwords). The first key (the 
public key) has only one portion. The second key (the key in the second 
stage) has only two portions (the first split symmetric key provided by the 
client computer and the second split symmetric key provided by the server 
computer). Morgan et al. nowhere teaches a key having four portions, not 
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to mention the compiioated relatlonsiiip between the four portions as defined 
by claim 1 of the present application. As recited by claim 1, 'Ihe owner 
provides the source with the first and third portions of the key 
and provides a mediator with the fourth portion of the Icey, which 
can combine with the third portion of the key to generate a 
compiete Icey"; and ^'either: (d1) the owner provides the source with 
the second portion of the k^y and said first portion of the key is 
combined with said second portion of the l^ey to generate a 
complete icey; or (d2) the owner does not provide the source with 
the second icey portion, and the third icey portion is combined with 
the fourth Icey portion to generate a compiete icey". 

In section 4 of the Office Action, the Examiner simply copies the 
limitations of claim 2 and asserts that they are taught by Morgan at al. in 
the abstract and paragraphs 0022, 0023, 0047, 0070, 0087. The Examiner 
does not specify what parts of l\/lorgan et al. correspond to the mediator or 
the four portions of the key. Reading through the paragraphs quoted by the 
Examiner, it is quite obvious that Morgan et al. does not teach or suggest 
any idea of a mediator or a key having four portions. There is nothing in 
Morgan et al. that is remotely similar to the relationship between the four 
portions of the key as recited by claim 2 (as quoted above). 

Harlrick et al, discloses a royalty payment program accompanying a 
softcopy book. When a user enters a command to copy or transmit the 
book, the royalty payment program intercepts the copying command and 
present the user with a display of the royalty payment information. 
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Again, there is only one active party (the computer user) involved in 
Hartrick et al. In the claimed invention, however, three active parties (the 
consumer, the owner and the mediator) have to be involved. 

Moreover, Hartrick et al. does not even discuss about a key 
(password), not to mention a key having four portions, in which the owner 
provides the source the first and third portion and provides the mediator 
with the four portion, etc, as recited by claim 1 of the present application. 

Furthermore, there Is no motivation to combine Morgan et al, and 
Hartrick et al. A royalty payment program really has nothing to do with a 
multi-stage login procedure. Even if combined, the references fail to teach 
three active parties (the owner, the consumer and the mediator) or a key 
having four portions (with complicated relationship between the four 
portions). 

Under MPEP 2143, to establish a prima facie case of obviousness, 
three basic criteria must be met. First, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. 

In the instant case, it is quite clear that neither Morgan et al. nor 
Hartrick et al. teach all limitations of claim 2 of the present application (as 
quoted above). In fact, most of the limitations in claim 2 are not taught by 
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those two references. In particular, neither Morgan et al. nor Hartrick et al. 
teach or suggest the essential features in that the key has four portions 
. and that three active parties are involved, as discussed above. Thus, the 
Applicant respectfully submits that claim 2 should be allowed. 



Similarly, claim 7 recites, in part, "a memory for storing a first key 
portion and a third koy portion"; "an element for receiving a second key 
portion or a fourth key portion"; and "an element for decrypting an 
encrypted document transmitted thereto in accordance with an encryption 
key defined by said first and said second key portions or said third and said 
fourth key portions." Claim 18 recites, In part, "the owner provides a 
document source with a first and a third portion of the key to the 
consumer"; "the owner also provides a mediator with the fourth portion of 
the key, which can combine with the third portion of the key provided to the 
consumer to generate a complete key"; "the consumer provides the owner 
with the payment; and either (d1) the owner provides the document source 
with a second portion of the key. which can combine with said first portion to 
generate a complete key allowing the document to be printed; or (d2) the 
owner does not provide the source with the second key portion, and the 
mediator provides the consumer with third key portion is combined with the 
fourth key portion to generate a complete key allowing the document to be 
printed." The Examiner fails to show how these features are taught in 
Ginter et al. Thus, claims 7 and 18 should also be allowed. Claims 3-6, 10-13 
and 17 should be allowed, at least by virtue of their (direct or indirect) 
dependency from claim 1 or claim 7. 



The Applicant has attempted to address all of the issues raised by the 
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Examirier In the Office Action as the Appilcant understands them. The 
y^pllcant beileves that the Application is now in condition for allowance. If 
any point requires further explanation, the Examiner is invited to telephone 
Troy Cai at (323) 934-2300 or e-mail Troy Cal at tcai@iadasparry,com. 

The Commissioner is authorized to charge any additional fees which 
may be required or credit overpayment to deposit account No. 12-0415. in 
particular, if this response is not timely filed, then the Commissioner is 
authorized to treat this response as including a petition to extend the time 
period pursuant to 37 CFR 1.136 (a) requesting an extension of time ot the 
number of months necessary to mal<e this response timely filed and the 
petition fee due in connection therewith may be charged to deposit account 
no. 12-0415. 
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Enclosed please find a copy of Troy Guangyu Cal's Notice of Limited 
Recognition under 36 CFR 10.9(b) to prepare and prosecute patent 
applications wherein the patent applicant is a client of Ladas & Parry, and 
the attorney of record in the applications is a registered practitioner who is 
a mennber of Ladas & Parry. 



I h«rdby Mrtily Ihat this correspondence is being dspositad 
with the Unfted Slates Post 01fic« with Miffieienl postage as 
first class rnall in an envelope addressed to: Commisslonar for 
Patents. P.O. Box 14S0, Alaxarulrl«, VA 3231 3>t 490 on 

May 17. 2004 



Respectfully submitted, 




(Oato of Deposit) 




Troy Guangyu Cai 



Troy Guangyu Cai 

Attorney for Applicant 

LADAS & PARRY 

5670 Wllshire Blvd., Suit© 2100 

Los Angeles, California 90036 

(323) 934-2300 
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BEFOBE THE OFFICE OF ENROLLMENT AND DISCIPLINE 
UNITED STATE PATENT AND TRADEM^^ 

LIMm:D RECOGNITION UNDER 37 CFR § 10.9(b) 

Troy Guan^ Cai is hereby given limited recognition under 37 CFR § 10 9fb) as an 
enjiloyee of Ladas &Pany to prepare and prosecute patent applSns whSiTtJ^ 
patent applicant is a cU«rt of & Pa^, the Ln^.yT^^^oft^r^i^'L 
plications IS a registered practitioner r^o is a member of Ladas & P^^a^L 
recognition shall expire on the date appearing below, or when wwSev^f tizJ^Sf • 
events fir^t occms prior to the date a^^g below- rnCTfZ^^ followmg 
lawftdlyre^^demtheunited States. ^)^^^ 

T^^^'^^^'^^^P'OofofsuckT^g^ticm. The original of this document is on file 
m fte OfiSce of Ettrolhnent and Discipline of the U.S. PatenTand Tradem^ffi<i 



Expires: May 12, 2005 









Hari^ 


I. Moatz ~ 



Director of Enrollment and Discipline 
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Trpy Cai. 



TO: 

FROM: COMMISSIONER OF PATENTS 
AND TRADEMARKS 



THE PATENT AND TRADEMARK OFFICE MAIL 
ROOM STAMP HEREON ACKNOWLEDGES 
RECEIPT OF: .R«pif»st. fhr- ExttariHinn o f _Tji{io« 
R fgrnnnn e ta Offi ce AcrfcioTi; , Checl£_lia*__ 

18950 fnr $400; rftt:iim ^ti^f^yj] 

IN CONNECTION WITH: 



Applicant: — Dipaxiil£ar_GL¥±a_.. 

itor: "Document Transfer Systenis" 



SERIAL NUMBER 
10/052363 



OUR REF: 

B-3592DIC 619037-4 



DATE MAILED 



May 17. 2094 




F/LE 
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